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1 )S Responsive to communication(s) filed on 01 March 2011 . 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on March 
1 , 201 1 has been entered. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Eiection/Restrictions 

Newly submitted claim 22 is directed to an invention that lacks unity with the 
invention originally claimed for the following reasons: 

Newly filed claim 22 and the originally filed claims do not relate to a single 
general inventive concept under PCT Rule 13.1 because, under PCT Rule 13.2, they 
lack the same or corresponding special technical features for the following reasons: 

Newly filed claim 22 and the originally filed claims lack unity of invention because 
even though the inventions of these groups require the technical feature of a coating 
composition comprising inorganic nanoparticles in an organic water borne coating 
composition, this technical feature is not a special technical feature as it does not make 
a contribution over the prior art in view of Rohrbaugh et al. (US 2003/0180466). 
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Rohrbaugh (abstract) teaches coating compositions comprising a nanoparticle system 
that can provide anti-soil deposition (stain blocking). The nanopartlcles can be 
hydrotalcite, which is one of the same inorganic nanopartlcles used in the instant 
application and thus, would provide the same stain blocking as in the instant case. The 
coating composition (Paragraphs 251 and 271) can comprise the nanoparticles, an 
aqueous carrier medium and polymers (organic binder). Thus, the coating composition 
does not exhibit "special technical features". 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claim 22 is withdrawn from consideration as 
being directed to a nonelected invention. See 37 CFR 1 .142(b) and MPEP § 821 .03. 

Claims 1-7, 19 and 21 are currently being examined. 

Specification 

The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1 .75(d)(1) and MPEP § 608.01 (o). Correction 
of the following Is required: Claim 2 claims that the nano-partlcles are anionic clays or 
layered double hydroxide (LDH) salts. The instant specification supports that the nano- 
partlcles can be anionic clays (of which layered double hydroxides, not layered double 
hydroxide salts are a subset thereof) (Page 6, line 10 through Page 8, line 15) or that 
the particles can be layered hydroxy salts (Page 9, lines 5-30). There does not appear 
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to be proper antecedent basis for tlie claimed subject matter tliat tlie nano-particles are 
layered double hydroxide salts. 

Claim Rejections - 35 USC § 1 12 

Claims 1-7, 19 and 21 are rejected under 35 U.S.C. 112, first paragrapli, as 
failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Claim 1 adds the limitation that the coating composition prevents substances 
contained in the substrate from leaching into the coating composition. However, this 
appears to be broader than supported by the specification. The specification supports 
water soluble or extractable staining substances, but not the more broadly claimed 
substances, which would include non-water soluble or extractable staining substances. 
All other claims depend from claim 1 and thus, also fail to comply with the written 
description requirement. 

Claims 1-7, 19 and 21 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Regarding claim 1 , it is unclear how the total amount of water borne organic 
polymeric binder can be 100% by weight of the coating composition based on the total 
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weight of tine water borne coating composition. The coating also requires 0.1 to 40 % 
by weight of inorganic nano-particles and can also include other components. At 100% 
by weight water borne organic binder, there would be no other components in the 
coating composition. Further, it is unclear whether the claimed coating weight 
percentage for the water borne polymeric binder is for the polymeric material alone or 
for the water and polymer of the water borne polymeric binder. All other claims depend 
from claim 1 and thus, are also rendered indefinite. 

Claim 3 claims materials from which the layered double hydroxide is selected. 
However it is unclear if these materials are to be formed into a salt of claim 2 or if the 
claim instead should read "wherein the anionic clay is a layered double hydroxide and 
the layered double hydroxide is selected from the group consisting of ..." 

Claims 19 and 21 refer to layered double hydroxides in the plural, while the 
claims from which these claims depend, claims 3 and 2 respectively refer to the layered 
double hydroxides in the singular. It is unclear if this means that there is more than one 
type of layered double hydroxide being claimed. If this was the case, these claims 
would fail to further limit the subject matter of the previous claims, since it would 
broaden the type of nano-particles claimed. 

Claim 21 claims that the "layered double hydroxides is optionally modified with 
one or more dispersing agent". It is unclear if this modification would be to the layered 
double hydroxide or the layered double hydroxide salt. 
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Claim Rejections - 35 USC § 102 
Claims 1-7, 19 and 21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Miyata (US 4,710,551) In view of evidence provided by Bejoy 
(Hydrotalclte article) and evidence provided by KoyanagI et al. (US 3,669,946). 

Regarding claims 1-4, IVIiyata (Column 1 , lines 5-33) teaches an aqueous (water 
borne) suspension polymerized vinyl chloride copolymer that also contains a 
hydrotalclte compound. As evidenced by Bejoy (Page 57), hydrotalclte is inorganic 
anionic clay and has a layered structure with a crystal structure with positively charged 
layers (Box 1 , Page 58) and is a layered double hydroxide (LDH). The average size of 
the hydrotalclte compound (Miyata, Column 3, line 67 through Column 4, line 3) is 0.01 
to 1 micron (10-1000 nm) and thus, the particles are nanoparticles. Since the 
hydrotalcite compound is the same type of additive as in the instant application, it is a 
stain blocking agent to the same degree as in the instant application. The polymer can 
be a copolymer of vinyl acetate (Column 3, lines 17-30) and since it is polymerized as 
an aqueous suspension, it is a vinyl acetate copolymer dispersion. Thus, the polymer is 
a binder in the same manner as is a vinyl acetate copolymer of the instant application. 
The composition of Example 1 (Column 6, lines 20-39) meets the claimed weight 
percentages of the inorganic nano-particles and the polymeric binder. The use of the 
coating composition as a film-forming coating on a substrate that prevents substances 
contained in the substrate from leaching into the coating composition is an intended use 
of the coating composition. A recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in 
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order to patentably distinguish tine claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. 

Regarding claim 5, the composition can also comprise a filler (Column 5, line 12- 

27). 

Regarding claim 6, the composition can have transparency (Column 2, lines 45- 
56) and thus, can be considered to be a clear coat composition. 

Regarding claim 7, the composition (Column 5, lines 7-27) can also comprise 
suspension stabilizers at about 0.01 to about 3% by weight of the vinyl chloride 
monomer. Based off of the weight percentage of monomer which forms the polymer in 
Example 1 , this provides for an amount of suspension stabilizer that meets the claimed 
weight percentage. The suspension stabilizers (Column 5, lines 7-11) are the 
conventional stabilizers taught in Column 1 , lines 55-66. While these compounds are 
referred to as suspension stabilizers, as evidenced by Koyanagi (Column 1 , lines 8-14) 
several of these compounds are considered to be dispersing agents for polyvinyl 
chloride suspension polymerization. 

Regarding claims 1 9 and 21 , Miyata (Column 4, lines 24-35) teaches that the 
hydrotalcite can be surface coated with colloidal silica or an anionic surface-active agent 
(dispersing agent). It is further, noted that since the modification is optional, the 
presence of the hydrotalcite without modification also meets these claims. 
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Claims 1-7, 19 and 21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Rohrbaugh et al. (US 2002/0028288) in view of evidence provided 
by Bejoy (Hydrotalcite article) and evidence provided by Campbell (US 5,853,809). 

Regarding claims 1-4, 19 and 21, Rohrbaugh (abstract) teaches coating 
compositions comprising a nanoparticle system that can provide anti-soil deposition 
(stain blocking). The nanoparticles (Paragraph 53) can be hydrotalcite. As evidenced 
by Bejoy (Page 57), hydrotalcite is inorganic anionic clay and has a layered structure 
with a crystal structure with positively charged layers (Box 1 , Page 58) and is a layered 
double hydroxide (LDH). The coating composition (Paragraph 252) can comprise the 
nanoparticles, an aqueous carrier medium (water borne) and polymers (organic binder). 
Since the modification of the LDH is optional, the presence of the nanoparticles meets 
the limitations of claims 19 and 21 . The coating composition can comprise the 
nanoparticles at less than or equal to about 50% by weight of the coating composition 
(Paragraph 81). The coating composition can comprise adjunct materials at about 0.01 
to about 99.99% by weight of the coating composition (Paragraph 91). The adjunct 
materials include polymers (organic binders) (Paragraph 252). The water borne coating 
can comprise polymeric materials adsorbed on the nanoparticles (Paragraph 116). The 
nanoparticles are dispersed in the water borne coating and thus, the polymer is a 
dispersion in the aqueous carrier medium. The polymer can be a polymer formed from 
monomers of (meth)acrylate esters of fluorinated alkyi groups (acrylic polymers). As 
evidenced by Campbell (Column 1 , line 37 through Column 2, line 40), acrylic polymers 
are film forming binders. The use of the coating composition as a film-forming coating 
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on a substrate that prevents substances contained in the substrate from leaching into 
the coating composition is an intended use of the coating composition. A recitation of 
the intended use of the claimed invention must result in a structural difference between 
the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. 

Regarding claim 5, the coating can also comprise additives including many of the 
additives of the instant claim (Paragraph 252). 

Regarding claim 6, the water borne coating can be a clear coat composition 
(Paragraph 264). 

Regarding claims 7, 19 and 21 , the coating composition can also comprise a 
dispersing agent at about 0.01 to about 5% by weight of the coating composition 
(Paragraphs 70, 88, and 89). 

Response to Arguments 

Applicant's arguments filed March 1 , 201 1 have been fully considered but they 
are not persuasive. 

Applicant argues that Rohrbaugh et al. (US 2002/0028288) does not disclose 
that the coating composition can prevent substances contained in the substrate from 
leaching into the coating composition as required by amended claim 1 and new claim 
22. However, claim 22 was withdrawn from consideration, since applicant has received 
an action on the merits for the originally presented invention; this invention has been 
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constructively elected by original presentation for prosecution on the merits. 
Accordingly, claim 22 was withdrawn from consideration as being directed to a 
nonelected invention. Claim 1 is directed to a coating composition. The use of the 
coating composition as a film-forming coating on a substrate that prevents substances 
contained in the substrate from leaching into the coating composition is an intended use 
of the coating composition. A recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. 

Applicant argues that Rohrbaugh does not require a binder and that the 
polymeric material is not necessarily a binder. However, Rohrbaugh teaches that the 
coating composition can comprise adjunct materials at about 0.01 to about 99.99% by 
weight of the coating composition (Paragraph 91). The adjunct materials include 
polymers (organic binders) (Paragraph 252). The water borne coating can comprise 
polymeric materials adsorbed on the nanoparticles (Paragraph 116). The nanoparticles 
are dispersed in the water borne coating and thus, the polymer is a dispersion in the 
aqueous carrier medium. The polymer can be a polymer formed from monomers of 
(meth)acrylate esters of fluorinated alkyi groups (acrylic polymers). As evidenced by 
Campbell (US 5,853,809) (Column 1, line 37 through Column 2, line 40), acrylic 
polymers are film forming binders. 

Applicant argues that the Example composition of Rohrbaugh is with a synthetic 
hectorate clay. However, "applicant must look to the whole reference for what it 
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teaches. Applicant cannot merely rely on the examples and argue that the reference did 
not teach others." In re Courthght , 377 F.2d 647, 153 USPQ 735,739 (CCPA 1967). 
Rohrbaugh teaches that the nanoparticles (Paragraph 53) can be hydrotalcite. When a 
species is clearly named, the species claim is anticipated no matter how many other 
species are additionally named. Ex parte A, 17 USPQ2d 1716 (Bd. Pat. App. & Inter. 
1990) MPEP 2131.02. 

Applicant argues that the Examiner has not provided rationale for the polymer 
material of Rohrbaugh attaching to the surface, instead of being taken inside the 
particle. The rationale is based on the wording used by Rohrbaugh which was 
adsorbed, not absorbed. As evidenced by the Oxford English Dictionary definition of the 
term "adsorption", this term means that the substance adheres to the surface of the 
material. 

Applicant argues that the Rohrbaugh reference is concerned with a different 
problem than in the instant case. However, elected instant claims are directed to a 
coating composition and the Examiner maintains that the composition of Rohrbaugh 
meets the claimed limitations. 

Applicant argues that the coating composition provides surprising and 
unexpected results. With respect to the anticipation rejection of the claims using 
Rohrbaugh, as cited in MPEP 706.02(b), it is noted that a rejection based on 35 USC 
102(b), can only be overcome by (a) persuasively arguing that the claims are patentably 
distinguishable from the prior art, (b) amending the claims to patentably distinguish over 
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the prior art, or (c) perfecting priority under 35 USC 1 19(e) or 1 20. As can be seen, 
comparative data is not sufficient to overcome an anticipatory rejection under 1 02(b). 

Regarding Applicant's request for a telephonic interview, in order to act on the 
application in a timely manner, this Office Action is being set forth. Should Applicant 
desire a telephonic Interview to discuss specific issues, the Attorney is welcome to 
telephone the Examiner to set up a time for an interview. 



Conclusion 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth Robinson whose telephone number Is 
(571)272-7129. The examiner can normally be reached on Monday- Friday 8 AM to 
4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Callle Shosho can be reached on 571-272-1 123. The fax phone number for 
the organization where this application or proceeding is assigned is 571 -273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/E. R./ 

Elizabeth Robinson 
Examiner, Art Unit 1787 

April 22, 2011 



/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1787 



